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DETAILED ACTION 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 -22 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1, lines 4-5, the markush group "selected from the group consisting of — 
—or a combination of the above" is improper. The changing the word "or" to the word - 
and - may over come the rejection; 

Lines 6-7, the markush group "selected from and arylamino radicals" is 

improper. The changing the word "and" to the word ~ or - may over come the rejection; 
and the subscript "n" of the structural formula in line 3 is not defined. Therefore in 
absence of definition of the subscript "n" claims are indefinite. 

Claim 2, the subscript "n" of the structural formula in line 3 is not defined. 
Therefore in absence of definition of the subscript "n" claims are indefinite, 

lines 4-5, the markush group "selected from the group consisting of or a 

combination of the above" is improper. The changing the word "or" to the word - and - 
may over come the rejection and 

line 6, the markush group "selected from and arylamino radicals" is 

improper. The changing the word "and" to the word - or - may over come the rejection. 

Claim 4, the subscript "n" of the structural formula in line 2 is not defined. 
Therefore in absence of definition of the subscript "n" claims are indefinite. 
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Claim 10, lines 6-7, the markush group "selected from the group consisting of — 
—-or a combination of the above" is improper. The changing the word "or" to the word ~ 
and - may over come the rejection; 

lines 8-9, the markush group "selected from and arylamino radicals" is 

improper. The changing the word "and" to the word - or - may over come the rejection; 
and the subscript "n" of the structural formula in line 5 is not defined. Therefore in 
absence of definition of the subscript "n" claims are indefinite. 

Claim 11, the subscript "n" of the structural formula in line 3 is not defined. 
Therefore in absence of definition of the subscript "n" claims are indefinite, 

lines 4-5, the markush group "selected from the group consisting of or a 

combination of the above" is improper. The changing the word "or" to the word - and ~ 
may over come the rejection and 

line 6, the markush group "selected from and arylamino radicals" is 

improper. The changing the word "and" to the word - or - may over come the rejection. 

Claim 13, the subscript "n" of the structural formula in line 2 is not defined. 
Therefore in absence of definition of the subscript "n" claims are indefinite. 

Claims 5 and 14, the phrase "the silicone composition comprises a 
silsesquioxane of the formula: R 1 a R 2 bR 3 cSiO(4- a -b-c)/2" renders claims confusing because 
claim 5 depends from claim 1 which requires a silicone composition of the formula: 
[R x SiO (4 -x)/2]n wherein the definition R does not include monovalent hydrocarbon groups 
having aliphatic unsaturation. 
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3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1-8, 10-17 and 19-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nozue et al (U. S. Patent 4,626,556) in view of Yagihashi (U. S. 
Patent 6,340,735 B1), Aiba et al (U. S. Patent 5,183,846), Linde et al (U. S. Patent 
5,043,789) and Li et al (U. S. Patent Application Publication US 2003/0171476 A1). 

Nozue et al disclose a coating on aluminum plate of organopolysilsesquione 
ladder polymer having alkyl, alkenyl and/or aryl groups (See claims 1-7, col. 8, lines 14- 
19 and Example 17 with reference to Examples 3, 13 and 14). Nozue et al fail to 
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disclose organopolysilsesquioxane having hydroxyl groups and alkylamide, arylamide 
etc groups and containing claimed colloidal silica particles. 

Yagihashi discloses a poly(phenylsilsesquioxane) ladder polymer coated on a 
silicon wafer having deposited metallic aluminum. The coating has high planarity, is 0.1 
to 10 microns thick and has dielectric constant of about 2.0 to about 2.6 (Claiml; col. 2, 
lines 57-67; col. 6, lines 1-17 and example 2). 

Aiba et al disclose a silicon ladder polymer with alkyl, aryl, vinyl as well as silanol 
groups coated on aluminum clad silicon wafer. 

Linde et al disclose a planarizing silsesquioxane copolymer coating having 
aminoalkoxysilane monomer (Abstract). 

Li et al disclose a silsesquioxane polymer containing claimed colloidal silica 
particles for high fracture toughness and strength (Paragraphs [0015], [0028] and 
[0029]). 

Therefore it would have been obvious to a person of ordinary skill in the art at the 
time of this invention made to utilize disclosure of Yagihashi, Aiba et al, Linde et al and 
Li et al in the invention of Nozue et al to optimize coating composition for desired 
adhesion, strength and dielectric constant for the given application. 

6. Claims 9 and 18 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

Claims 9 and 18 are deemed allowable because art of record do not teach or 
suggest claimed silicone composition the claimed formula. 
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7. Receipt of Information Disclosure Statements filed May 01 , 2006 and December 
15, 2008 is acknowledged and all recited documents have been made of record. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. S. Nakarani whose telephone number is (571) 272- 
1512. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on (571) 272-3186. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. S. Nakarani/ 

Primary Examiner, Art Unit 1794 

DSN 

March 29, 2009. 



